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‘TRADE MARKING THE LOOK AND FEEL OF BUSINESS ENVIRONMENTS IN
EUROPFE’

Dr. Cesar J Ramirez-Montes*

ABSTRACT

After the CJEU’s recent ruling in Apple, registering the look and feel of
business environments is now in principle possible under European law without
stringent conditions or apparent limits. This article evaluates the significance of this
novel development in registering service marks for business trade dress through the
lens of distinctiveness —the foundational characteristic of all protectable trade marks
to convey source-related information to consumers which was left unexamined in
Apple. It uses this lack of guidance to lay down the foundations for a more
appropriate evaluation that takes into account the particular nature of service marks
for business environments and presumed consumer reactions as part of the settled
distinctiveness criterion for any mark that coincides with the appearance of the
designated goods or services. The article argues that this novel type of mark is not
without problems and, whilst increasingly popular for businesses, raises significant
concerns about competition and market freedom which other jurisdictions generally
address through specific doctrinal tools like the functionality doctrine. Apple
expressly removed the application of comparable limitations available in the statutory
text but this article contends that European courts do have some important doctrinal
tools and policy-levers at their disposal for this task and these are largely part of the
dynamic concept of distinctiveness. However desirable the aesthetic consumer
experience conveyed by the look and feel of business environments, it is argued that
the link between unconventional forms of trade dress and consumer source
identification must be maintained as the most fundamental reason for recognising
exclusive rights.
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INTRODUCTION

The concept of ‘trade mark’ has undergone significant transformations in
response to unprecedented ways in which modern businesses seek to present and
differentiate their branded products and services to consumers, attempting to inspire
and retain strong brand loyalty. In the modern economy, businesses increasingly
strive to connect their core brand values to their products and services through a
myriad of unique design experiences, ranging from traditional presentational
features of shape, colour and packaging to user interfaces, sensory shop
environments, concept stores, restaurant décor, architectural design, etc. This
growing realisation that consumers’ aesthetic experiences do matter and are key to
market success has been identified as ‘the rise of look and feel as a driver of market
value and subject of intellectual property claims.® For instance, Apple has a
reputation for marketing products with a cool ‘look and feel’, which is also part of the
customer retail experience in the sale of its own products in its flagship stores. The
‘look and feel’ of the clothing store Abercrombie & Fitch extends well beyond
conventional source-identifiers like its nhame or logo as entering an Abercrombie
store is ‘a total sensory experience, from the scent of a distinct and familiar cologne
in the air to scantily clad “models” who sell both clothes and an image.™

These consumer aesthetic experiences are increasingly being asserted as
exclusive IP rights, particularly in trade mark law which contains a capacious
definition of subject-matter that may be registered as a trade mark. Indeed,
protection of look and feel has been largely spurred through the ever-expanding
concept of ‘trade dress’ —an American concept that refers to the ‘total image and
overall appearance’ of a product’s design or its packaging. The trade dress of a
product may include features such as ‘size, shape, colour or colour combinations,
texture, graphics or even particular sales techniques.’”® Trade dress has a broad
meaning and has further expanded to include also ‘the total image of the business’
or trade dress for service marks. This category of service trade dress generally
protects the visual appearance of the place in which a service is provided, such as
a retail store’s layout or restaurant interior decor or external facade.® Thus the

! Peter Lee and Madhavi Sunder, ‘The Law of Look and Feel' (2017) 90 Southern California LR 529,
535. For a discussion on anti-competitive effects of strong brand differentiation based on IP exclusion,
see Mark Lemley and Mark Mckenna, ‘Is Pepsi Really a Substitute for Coke? Market Definition in
Antitrust and 1P’ (2012) 100 Georgetown LR 2025

2 Lee and Sunder (n 1) 533-34

8Two Pesos v Taco Cabana, 505 US 763, 765 (1992)

4 ibid

5Savant Homes v W Collins, 809 F3d 1133, 1146 (10 Cir, 2016) (features of a building like a floorplan
may constitute trade dress); Best Cellars Inc v Wine Made Simple (SDNY, 2003) 320 F.Supp.2d 60,
70 (interior décor of a retail establishment such as a retail wine shop constitutes interior décor trade
dress.) (Best Cellars II); Abercrombie & Fitch Stores v American Eagle Outfitters, 280 F.3d 619, 633
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acceptance that the overall look of a product or a business may also permit
consumers to identify the goods or services as originating exclusively from a
particular commercial source has led trade dress protection to be seen as operating
within, and existing to further, the same purposes as trade mark law of preventing
deception and protecting goodwill. More generally, business décor trade dress often
acts as a service mark for franchises, precipitating significant growth in the service
economy and instrumental to American’s pioneering role in franchising based upon
the architectural design of outlets.®

After securing US registrations of the 3D design and layout of its flagship store
as a trade dress service mark in 2013,” Apple sought to extend protection by filing
international registrations to several countries which are members of the Madrid
System, including several EU countries such as the Benelux, Germany, Poland,
Spain, Sweden and the UK. Apple’s international registrations were met with mixed
results. For instance, the German Patent and Trade Mark Office (DPMA’) refused
the registration in Germany, prompting Apple to appeal to the Bundespatentgericht
(German Patent Court, ‘BPatG’) which in turn referred several fundamental
guestions of interpretation to the Court of Justice of the EU (CJEU). In 2014, the
CJEU accepted the possibility of registering the total image of Apple’s flagship store
as a 3D design mark for retail services, thereby following the international lead of US
law to protect service trade dress and implicitly opening the potential for European
traders to register the look and feel of a wide range of business environments.
Crucially, whilst Apple had to evidence that it had successfully educated consumers
to acknowledge its retail store trade dress as a business-identifier (secondary
meaning or acquired distinctiveness) in order to secure US registrations, the CJEU’s
Apple ruling envisages the possibility of business trade dress marks being
intrinsically capable of indicating source to consumers (or inherently distinctive) and
automatically registrable without prior use. But the crucial question of how this

(6t Cir, 2002) (features of in-store presentations associated with the sale of products is protectable
trade dress.); The Yankee Candle Co v The Bridgewater Candle Co, 259 F.3d 25, 40 (1%t Cir, 2001)
(a combination trade dress claim comprises a number of features such as candle sizes and shapes,
their labels and in-store display system which, taken together, are potentially indicative of source.);
Clicks Billiards v Sixshooters, 251 F3d 1252, 1257 (9" Cir, 2001) (restaurants and similar
establishments may have a total visual appearance that constitutes protectable trade dress.); Best
Cellars Inc v Grape Finds at Dupont Inc, 90 F.Supp.2d (SDNY, 2000) (the total overall layout of a
wine shop can be inherently distinctive.) (Best Cellars 1)

6 Jerome Gilson and Anne Gilson LalLonde, ‘Cinnamon Buns, Marching Ducks and Cherry-Scented
Racecar Exhaust: Protecting Nontradtional Trademarks’ (2005) 95 TMR 773, 813. See also, Nicholas
Hohn-Hein, ‘Registering Store Design As a Trademark in the United States and Germany: A
Comparative Analysis’ (2015) 105 TMR 1295 (highlighting franchising as a key economic driver for a
wide variety of sectors.)

7 Joseph Dzida, ‘Apple, Inc v Deutsches Patent-Und-Markenamt: Why the Court Got It Wrong’ (2016)
38 Loyola LA Int'l & Comp. LR 35 (outlining the background to Apple’s registrations.)
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intrinsic capacity of a new type of unconventional sign is to be evaluated on the facts
was left unexamined and this article uses this absence as a basis for a broader
discussion about the competing interests behind potential accommodation of look
and feel claims within traditional trade mark values.

Apple undoubtedly confirms that European law offers ample opportunities for
traders to compete not just based upon traditional metrics such as price, quality or
technical features but also through ‘all-encompasing experiential landscapes that
create a deep and unique bond with consumers’® to secure market advantages.
However, what Apple does not even attempt to mention is that protecting aspects of
store design or the look and feel of commercial establishments has profound
implications for competition and consumer welfare, both of which crucially underpin
trade mark law.

This article highlights several difficult issues in dealing with modern claims of
look and feel. Some of those issues have to deal with claiming, ie the level of detall
at which a store design mark must be represented or described so as to avoid giving
anticompettive control over generalised aspects or features common to a category.
Claiming is under-explored in general in trade mark law. The article connects the
issue of specificity both with assessments of distinctiveness (the foundational
condition for trade mark protection) and potential anticompetitive effects. Using
Apple as a starting point, | argue that expansions of European trade mark law to
protect look and feel trade dress are not without problems and cannot be without
limits. Store design is a particuarly interesting context in which to evaluate these
concerns, because store design sits in between the common, traditional categories
of trade dress (product-design and product-packaging). Nevertheless, store design
is neither but an undefined category (or a ‘tertium quid’ as US law calls it), which
brings the distinction into doubt as a means of capturing the full universe of trade
dress claims. Apple also has significant implications for retail service marks. It forced
the CJEU to consider yet again whether everything traders do to promote the sale
of their own goods (rather than those of third-parties) should properly count as
protectable service and, if so, under what conditions a retail service mark can be
registered. The article uses this unexamined question to highlight the conceptual
difficulties associated with the category of service marks.

Other issues that this article highlights are the ever-broadening use of trade
mark law to claim aspects of brand identity that may certainly contribute to the retail

8 Lee and Sunder (n 1) 529
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service experience but do not, strictly speaking, fall within trade mark law’s traditional
domain. Upon close examination, it is not entirely clear that store design claimants
are really asserting trade mark values, ie that their primary concern is source
significance in the conventional sense. What emerges is that registering the visual
design of business environments as trade mark risks monopolising mere retalil
concepts, marketing themes or business methods rather than true source-identifiers
that consumers rely upon to make informed choices, thereby restricting the freedom
of others to compete. Indeed, commentary on Apple has questionably assumed that
the law now protects ‘a unique concept® which, for instance, may prevent other
competitors from mimicking Apple’s ‘direct-to-consumer’ business method and
design, as some Chinese companies are reported to do.'® These questionable
observations fail to appreciate that ‘trade dress protection exists to promote
competition’'* and guard against confusion of origin in the marketplace, not to enable
‘monopolistic use of a commercial idea’'? and prevent copying generally so as to
‘shield businesses from plagiarism.’*® Unsurprisingly, in the specific context of
interior décor trade dress representing a novel marketing strategy, US courts have
identified a tension between trade dress protection and open competition.1#

| use the CJEU’s limited guidance on the distinctiveness evaluation to re-
examine the settled analytical framework and offer some suggestions that properly
evaluate this new category of service marks for business trade dress by reference
to the presentational aspects of services and normative presumptions of consumer
visual habits. This framework is found in existing case-law. The CJEU itself in Apple
flagged up the ‘departs significantly’ criterion as the relevant analytical framework
within which to evaluate the intrinsic capacity of the store design mark to function as
source-identifier for consumers of Apple’s services. This is however far from a simple

9 Hohn-Hein (n 6) 1310

10 Jose Tizon Mirza, ‘CJEU Expands Trade Mark Law to Include the Design of a Store Layout: ‘Apple,
Inc v Deutsches Patent-Und-Markenamt (German Patent and Trade Mark Office)'(2014) 12 EIPR
813, 817 (referring to Chinese company Xiaomi as copying Apple’s business style.). See also,
Chinese authorities find 22 fake Apple stores, 12t August 2011.
[http://www.bbc.co.uk/news/technology-14503724({accessed 28th April 2017)

UTraffix Devices, Inc v Marketing Displays, Inc, 532 US 23, 28 (2001); Wal-Mart Stores, Inc v Samara
Brothers, 529 US 205 (2000) (highlighting competition concerns and consumer welfare as a reason
for declaring product design trade dress (but not packaging or business trade dress) non-inherently
distinctive, which requires always evidence of secondary meaning.)

12 Best Cellars Il (n 5) 69 (The Lanham Act must be construed in the light of the strong federal policy
in favour of vigorously competitive markets.)

13 Fair Wind Sailing, Inc v Dempster, 764 F3rd 303, 306 (3" Cir, 2014)

14 Best Cellas | (n 5) 434 (Defendant is prevented using the ‘wall of wine’ for its wine shop but may
continue to use the revolutionary concept of selling wine by taste.); Best Cellars Il (n 5) 69 (As trade
dress is the total overall look of the wine shop, defendants do not infringe by appropriating the
marketing concept or any particular element, unless the overall dress is sufficiently similar to cause
confusion.)
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application of settled principles to a new category of marks. | argue that EU courts
need to develop a more rigorous standard of distinctiveness in order to apply proper
protection for service trade dress. For instance, the ‘departs signficantly’ criterion is
critically underpinned by the normative rule that there is ordinarily no consumer habit
of purchasing products on the basis of their appearance or colour, disregarding their
graphic or verbal elements. Yet nowhere does Apple reference this normative
presumption. Does this mean that, unlike product appearance, there is consumer
predisposition to the appearance of a service? If so, store design marks (or any
business get-up mark)!® that are outside the adopted norms or customs of the sector
are, by that fact alone, enough to entitle applicants to registration. This would,
however, contravene settled principles.

Moreover, the ‘departs significantly’ criterion has become the established test
for evaluating whether or not 3D signs have the necessary distinctiveness for
registration but the principles have largerly developed around consumer reaction to
product get-up, not service get-up marks. More to the point, despite extensive case-
law, the criterion remains a rather confusing and unexamined feature of trade mark
law, partly because the CJEU has provided limited guidance other than its faithful
repetition and partly because of a lack of extensive scholarship engagement with the
case-law and the (unarticulated) policies behind it.

Some of those who have examined the implications of the Apple ruling for
store design marks identify the concern that applicants such as Apple may attempt
to gain monopoly rights over generalised aspects of their store designs. This prompts
them to argue that European law should exclude their registration as a matter of
principle, raising important competition concerns as a primary justification.'® This
article critically examines the cogency of these opinions and finds them wanting.
Whilst acknowledging the potential for anti-competitive effects, it proposes using the
general requirement of distinctiveness as the primary basis for preventing the
registration of marks that are unlikely to function as source-identifiers, as well as
consumer expectations and existing doctrinal devices that safeguard against the
monopolisation of certain signs to protect competitors’ interests and preserve their
freedoms. All categories of signs must have sufficient distinctiveness as a defining
characteristic of protectable trade marks; signs cannot be registered unless there is

15 Throughout this article, the terms ‘business trade dress’, ‘business get-up’, ‘design mark’ or ‘store
layout marks’ are used interchangeably, even though European courts use ‘shape mark’, ‘composite
mark’ or ‘get-up mark’ rather than the American term ‘trade dress’.

16 Dzida (n 7) 35
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some basis for assuming target consumers are likely to acknowledge them as
indicating the origin of the applicant’s goods or services.

My claim is that there are several ways in which to build important policy
considerations within the dynamic nature of distinctiveness. Rather than adopting a
discriminatory approach to business get-up marks, | contend there are several
doctrinal tools and policy limitations within trade mark law itself that reflect the wider
public-interest function in preserving the availability of certain marks for all. Yet
despite its centrality and foundational role in trade mark law, distinctiveness
generally does a poor job at addressing important competition concerns that are
implicated in extending protection to new forms of subject-matter. In jurisdictions
such as the US the functionality doctrine is a significant limitation upon expansive
trade dress law as this doctrine is generally understood to be the bulwark against
the preservation of a competitive market.!” In a similar vein, European law
permanently excludes from registration a specific category of functional signs, but
the CJEU treats this important safeguard as formally operating for product trade
dress, not the configuration of services. The EU policies underlying the limits on
trade dress protection for products have not been extended to trade dress for
services without proper analysis. Apple thus removed this important obstacle without
considering whether a teleological interpretation might be warranted to ensure that
registration of the innovative but functional configuration of store design does not
confer abnormal market advantages to a trader. The removal of the functionality
limitations adds more pressure to the EU concept of distinctiveness as the sole
gatekeeper, reinforcing this article’s call for EU courts to develop a more rigorous
distinctiveness standard. Nevertheless, my analysis reveals that utilitarian
advantages of design elements do have an important role to play within consumer
reactions and distinctiveness evaluations.

Furthermore, significant amendments to the legislative framework in 2015
have introduced important changes to the conditions for registration, particularly the
removal of any representation to be ‘graphic’ and incorporated the Sieckmann
identification criteria for all marks as express condition for registration. This article
evaluates the significance of these legislative changes and the extent to which Apple
continues to be good law for the conditions underpinning business get-up marks. It

"Abercrombie & Fitch Stores (n 5) 640 (‘Concern for realistic competition in a given industry has a
place in trade dress law: the functionality doctrine.’). Furthermore, under the Trade Marks 1946 (or
the Lanham Act), all forms of trade dress must be non-functional to be protected, see 15 U.S.C.
81125(A)(3), Pub. L. No. 79-489, 60 Stat. 427
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also examines the (unexplored) question of what EU law is to gain, from a source
designation perspective, in recognising store designs as trade marks? Is there a
significant social gain in allowing these emerging claims of business look and feel?
If so, what is the cost? The article uses an enforcement cost analysis to offer some
answers. My ultimate contribution is to move the current academic debates around
this novel type of mark beyond arguments for total exclusion and arguments for
whole-hearted approval, and into a far more meaningful academic engagement with
the elusive concept of distinctiveness as it relates to unconventional forms of signs
and the core goals of trade mark law.

l. THE CJEU RULING IN APPLE STORE v DPUM

In Apple, the CJEU was confronted with the novel question of how easily
service providers should be allowed to secure exclusive rights in the presentational
aspects of the establishment in which a service is provided for consumers.!® That is,
trade mark monopoly over business décor or ‘the total image of the business,’ as is
known under US law.® The Court affirmed its liberal approach to registration, ruling
that under the Trade Marks Directive (‘TMD’)?° (and by extension the Community
Trade Mark Regulation ‘CTMR’ or, as of 2016, the Regulation on the EU Trade Mark
or ‘EUTMR’?1) a simple depiction of Apple’s flagship store may, in principle, be
capable of supporting a trade mark registration for retail services without additional
requirements about the precise scale of the store premises depicted therein. The
Directive therefore does not impose stringent requirements upon applicants to
specify the relative dimensions of the store front or the precise disposition of the
combination of furnishings displayed in the interior layout of the establishment
supplying the services. The CJEU found support for this interpretation in the plain
wording of the then Art.2 which includes ‘designs’ as ‘among the categories of signs

8Apple Inc v DPUM (C-421/13) ECLI:EU:C:2014:2070, [2014] ETMR 48, 973

19Two Pesos (n 3) 765

20 Directive 2008/95/EC of the European Parliament and of the Council of 22 October 2008 to
approximate the laws of the Member States relating to trade marks, OJ L 299, 8.11.2008, p. 25. This
Directive has been recast by Directive 2015/2436 of 16 December 2015 to approximate the laws of
the Member States (recast) OJ L 336/1. The recast Directive entered into force on January 12, 2016,
and Member States have three years (until January 14", 2019) to transpose it into national law.

21 Council Regulation (EC) No 207/2009 of 26 February 2009 on the Community trade mark, OJ L 78,
24.3.2009, p. 1., which was substantially amended by Regulation (EU) 2015/2424 of 16 December
2015, 0J L341/21. The new EUTMR came into force on 23 March 2016 but certain provisions which
require implementing legislation will enter into force on October 15, 2017.
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capable of graphic representation.’?> The representation of the establishment in
which a service is provided was thus characterised as a type of ‘design mark’ (fig1).

The Court also recalled that, under settled case-law, the definition of trade
mark under Art.2 requires the subject-matter of any application for registration to
satisfy three conditions irrespective of the applicant’s goods and services, namely (i)
it must be a sign (ii) capable of being represented graphically and (iii) capable of
distinguishing the goods or services of one trader from those of others.?®> These
cumulative conditions perform significant public-interest objectives that were
articulated in case-law concerning non-traditional signs such as scents,?* colours,?®
sounds?® and 3D representations.?’

The aim of the requirement of a ‘sign’ is ‘to prevent the abuse of trade mark
law in order to obtain an unfair competitive advantage.’?® For instance, an unfair
competitive advantage is likely to arise when the subject-matter of the application
would ‘allow for numerous different [colour] combinations’?® or is ‘capable of taking
on a multitude of different appearances [of a transparent bin’] without being

2Apple (n 18) [18]

23 |n its new version, Art.3 of the recast Directive (which corresponds to Art.4 of the amended
Regulation) reads as follows: ‘Signs of which a trade mark may consist: A trade mark may consist of
any signs, in particular words, including personal names, or designs, letters, numerals, colours, the
shape of goods or of the packaging of goods, or sounds, provided that such signs are capable of:
(a) distinguishing the goods or services of one undertaking from those of other undertakings; and
(b) being represented on the register, in a manner which enables the competent authorities and the
public to determine the clear and precise subject matter of the protection afforded to its proprietor.’
24 Sieckmann (C-273/00) ECLI:EU:C:2002:748

25 Libertel Groep BV v Benelux-Markenbureau (C-104/01) ECLI:EU:C:2003:244, [2005] 2 CMLR 45,
Heidelberger Bauchemie GmbH (C-49/02) ECLI:EU:C:2004:384.

26 Shield Mark BV (C-283/01) ECLI:EU:C:2003:641

27 Dyson Ltd v Registrar of Trade Marks (C-321/03) ECLI:EU:C:2007:51

28Heidelberger (n 25) [24]

2ibid [35]
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specific.?° In those circumstances, the non-specific subject-matter is likely to be no
more than a mere concept or a mere property of the product concerned with an
indeterminate scope of protection contrary to the system of undistorted competition
at heart of the Directive. Similarly, in the European system of trade mark protection
which is premised upon registration for acquiring exclusive rights over signs and
designations, a ‘sign must always be perceived unambiguously and uniformly, so
that the function of mark as an indication of origin is guaranteed.’3!

In its a liberal of view registrability, the CJEU had previously interpreted the
Directive as not expressly excluding non-verbal signs such as scents, colours and
sounds but insisted that the sign eligible for registration must be capable of being
represented on the register in a clear and precise manner for the relevant authorities
and the public to determine the precise subject-matter of protection conferred upon
the proprietor. Therefore, their graphic representability within the meaning of Art.2
must ‘enable the sign to be represented visually, particularly by means of images,
lines or characters, so that it can be precisely identified.’3? That representation must
also be ‘clear precise, self-contained, easily accessible, intelligible, durable and
objective.”®® These are known as the Sieckmann criteria. The BPatG believed these
seemingly stringent criteria extended to the visual image of a retail establishment for
which Apple sought registration,3* but the CJEU took a different view.

Apart from the figurative representation, Apple simply added a description of
the mark as ‘the distinctive design and layout of a retail store,” —something that the
US Examiner had rejected as an insufficient description. However, in its analysis the
CJEU ruled that the representation, by a design alone, of the interior layout of a retail
store depicted by means of ‘an integral collection of lines, curves and shapes’, as

%0Dyson (n 27) [37] (‘Given the exclusivity inherent in trade mark right, the holder of a trade mark
relating to such a non-specific subject-matter would obtain an unfair competitive...since it would be
entitled to prevent its competitors from marketing vacuum cleaners having any kind of transparent
collecting bin on their external surface, irrespective of its shape.’)

31Heidelberger (n 25) [31]

32 ibertel (n 25) [28]

33Sieckmann (n 24) [55] (scent marks); Libertel (n 25) [29] (single colour marks); Shield Mark (n 26)
[55] (sound marks); Heidelberger (n 25) [31] (colour combination marks). Under the recast Directive,
the new version of Art.2 has become Art.3, which refers simply to the mark being ‘represented’ on
the register in clear and precise terms whilst Recital 13 explicitly refers to the Sieckmann criteria as
underlying the representation which need not be in graphic form. See, recast Directive 2015/2436 (n
20)

34 Thomas Farkas, ‘Trademark Protection for Store Designs. One Trademark a Day Keeps Apple’s
Competitors Away’ (2014) 18 Revista de la Propriedad Intelectual 323, 341 (observing that the BPatG
doubted whether Apple satisfied the Sieckmann criteria of clarity and precision.)

10
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submitted in Apple’s application, was sufficient to satisfy the first two general
conditions of a sign and its graphic representability.®>

Since Apple, the definition of a European Trade Mark (‘EUTM’) has
undergone some significant changes. In 2015, Directive 2008/95 and Regulation
207/2009 were amended, resulting respectively in the new (recast) Directive
2015/2436 and (recast) Regulation 2015/2424 which, amongst other things,
introduced significant changes to the European conditions for registration such as
the requirement of graphic representation. These 2015 changes now permit a sign
to be represented ‘in any appropriate form using generally available technology, and
thus not necessarily by graphic means...”*¢ The new wording of Art.3 in the recast
Directive 2015/2436 (which amends Art.2 of Directive 2008/95 under which the
Apple reference originated) now mandates that the sign must be ‘represented on the
register in a manner which enables the competent authorities and the public to
determine the clear and precise subject-matter of the protection afforded to its
proprietor.’ Identical wording appears in Art.4 of the recast Regulation 2015/2424. In
order to allow for more flexibility regarding the means of representing signs, the
requirement of graphic representation has been deleted from the EUTM. However,
this is under the express condition that the representation of every sign eligible for
registration must be ‘clear, precise, self-contained, easily accessible, intelligible,
durable and objective.’”®” These changes thus explicitly incorporate into the new law
the identification requirements developed in the case-law of the Sieckmann line of
cases. This raises the question of the extent to which the 2015 changes have
rendered the representation by design alone of a store layout without specifying
sizes and proportions more difficult to satisfy than was the case under Apple.38

Furthermore, the CJEU concluded its examination of the sign’s general
aptness to constitute a trade mark under Art.2 by stating, without further elaboration,
that it could not be ruled out that the retail store design as submitted is capable of
satisfying the third condition of ‘distinguishing the goods or services’ of one trader.
The Court thus refused to rule out the potential ability of the store get-up mark to act
as an effective source-identifier for Apple’s retail services. Consistent with settled
case-law, it went on to observe that the mere fact that a sign is generally capable of
constituting a trade mark is no answer to whether it satisfies the central condition of

35Apple (n 18) [19]. This made it unnecessary conceptually to analyse the store design mark for retail
services in the same way as the ‘packaging of goods.’

36 Recital 13 of Directive 2015/2436 and recital 9 of Regulation 2015/2424.

37 Recital 13 of Directive 2015/2436 and recital 9 of Regulation 2015/2424.

38 This is examined in Part IIl.

11
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having necessary distinctiveness in relation to the products or services for which
Apple sought registration.®® In European law, this fundamental question must be
answered by considering whether the sign representing the store layout in which a
service is provided is contrary to any of the multiple grounds for refusing registration
in Art.3(1) of the Directive (now Art.4(1) in the recast Directive).

When approaching these multiple grounds for refusal, the CJEU recalled
settled case-law according to which competent authorities must never evaluate the
concrete distinctiveness of a registrable sign in the abstract but must always conduct
an assessment in concreto from two complementary perspectives, namely the
relevant goods or services and the presumed perception of the relevant public, that
is, the average consumer who is reasonably well-informed, reasonably observant
and reasonably circumspect.*® Regardless of the category of signs, all marks must
serve as a guarantee of commercial origin according to this formula. The CJEU
explicitly advised evaluating the Apple application against the statutory objection for
being ‘devoid of any distinctive character’ under Art.3(1)(b) or ‘descriptive of the
characteristics of the goods or services’ under Art.3(1)(c) but left this factual
assessment to the national court without further guidance. The Court also adopted
a literal interpretation of the statutory text by expressly removing the application of
the grounds relating to functional signs under Art.3(1)(e) which apply only to such
signs consisting exclusively of the shape of the goods, not services.*! These grounds
mandate a permanent bar to registering functional signs consisting exclusively of a
shape (i) which results from the nature of the goods, (ii) which is necessary to obtain
a technical result, or (iii) which gives substantial value to the goods.

The overriding policy objective underpinning Art.3(1)(e) is to prevent
distortions of competition caused by trade mark registration in extending indefinitely
the life of other rights which the legislator has specifically limited in time (such as
patents) or by conferring abnormal market advantages to a single trader that limits
the market freedom of other competitors.*?> More specifically, the public objective that
this legislative exclusion pursues is the same for the three sub-paragraphs, namely
‘to prevent trade mark protection from granting its proprietor a monopoly on technical

39Apple (n 18) [21]

40 ibid [22]

41 ibid [24]

42Yoshida Metal Industry Cov EUIPO (C-421/15 P) ECLI:EU:C:2017:360, at [33]; Société des produits
Nestlé SA v Cadbury UK (C-215/14) ECLI:EU:C:2015:604, at [45]; Hauck GmbH & Co v Stokke A/S
(C-205/13) ECLI:EU:C:2014:2233, at [19]; Lego Juris A/S v Megabrands (C-48/09 P)
ECLI:EU:C:2010:516, at [45]. For an extensive academic analysis of the underlying purpose of this
provision, see Uma Suthersanen, ‘The European Court of Justice in Philips v Remington — Trade
Marks and Market Freedom’(2003) 3 IPQ 257
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solutions or functional characteristics of a product which a user is likely to seek in
the products of competitors.’*® It thus enables those essential practical
characteristics of the goods concerned which are reflected in the sign’s shape or
form to be kept in the public domain.** A shape mark falling within any of these three
objections cannot be cured by demonstrating consumer recognition following market
use and can never be registered.*®> The CJEU however declined to extend these
policies underlying important limits on protection of product trade dress to service
trade dress. It pre-empted potentially refusing registration of Apple’s flagship store
design mark on the ground that its appearance alone could be functional, even
though the BPatG extensively examined the analogous application of Art.3(1)(e) to
services marks and contemplated the possibility that ‘technical results’ could include
the necessary means for rendering the services to consumers.“% Indeed, the CJEU’s
formalistic interpretation seems counter-intuitive, particularly in the light of its own
characterisation of the store layout mark as an integral collection of shapes.#’

As with the definition of a EUTM, the 2015 changes altered also the wording
of the prohibition against functional signs which now includes signs which consist
exclusively of ‘the shape, or another characteristic [of the goods].”*® There is no
guidance as to what ‘another characteristic’ includes, nor are there examples in the
preamble to the legislation. The new wording nevertheless continues to exclude its
potential application to the essential functional characteristics reflected in the shape
of a service, arguably leaving unchanged the CJEU’s formalistic view in Apple. In a
recent opinion, AG Szpunar observed that, in permitting marks to be represented in
any appropriate form using generally available technology, the reference to ‘another
characteristic’ of the goods ‘opens the way for registration of new types of mark
which may also give rise to questions as to whether they are functional in nature,
such as sound marks and, potentially, olfactory or taste marks.”*® He fell short of
referring to design marks for visually representing the layout of an establishment
providing services. Nevertheless, as discussed in Part IV, distinctiveness is not an
isolated criterion; it overlaps with other doctrinal balancing tools and policy
considerations that promote a functioning marketplace.

43 Hauck (n 42) [18]

44 Christian Louboutin v Van Haren Schoenen BV (C-163/16) ECLI:EU:C:2017:495, Opinion of the
AG, at [53]

45 Art.3(3)TMD/Art.7(3) CTMR.

46 The BPatG however excluded completely the application of Art.3(1)(e) in this particular case. See,
Hohn-Hein, (n 6) 1318, fn 140; Farkas (n 34) 340

47 Indeed, not everyone agrees with the categorical exclusion of Art.3(1)(e) to layout marks for retail
services where consumer perceives such composite signs ‘as a collection of different shapes’, see
Hauck GmbH & Co v Stokke A/S (C-205/13) ECLI:EU:C:2014:322, Opinion of the AG, at [107]

48 Art.4(1)(e) of Directive 2015/2436 and Art.7(1)(e) of Regulation 2015/2424

49 Louboutin (n 44) [62].
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Given that the relevant provisions make no explicit distinction between
different categories of marks, the Court in Apple prohibited the application of
assessment criteria to store layout marks that are different from those used for other
categories of signs.>° Surprisingly, a related question which was not directly raised
in the referral but which the CJEU considered critical in the dispute was that of the
‘protectable’ form of services, namely ‘whether services intended to induce the
consumer to purchase the products of the applicant...can constitute “services” within
the meaning of Article 2...for which a sign [i.e. Apple’s flagship store] may be
registered as a trade mark...”>* Apple submitted that its retail mark for services
intended to induce the sale of its goods was comparable to the capacious concept
of retail services in Praktiker. However, the Commission countered that Praktiker
could not be transposed directly to the dispute at hand, in which the sole objective
of these retail services is to induce the consumer to purchase Apple’s own products
rather than third-party products as a retail service mark is intended. The BPatG also
shared the Commission’s interpretation, viewing the sale of one’s own products as
a mere ancillary service to the manufacturing of goods.

Following the same expansive view of ‘services’ starting in Praktiker, the
CJEU held that the Directive does not preclude the registration of a store design
mark for retail services which are connected with the goods of the applicant. Thus,
a goods manufacturer may legitimately register the design and layout of his flagship
stores as a trade mark not only for the goods themselves but also for services,
provided that ‘those services do not form an integral part of the offer for the sale of
those goods.’>? Accordingly, certain (but not all) services listed in Apple’s application
were not barred from being protectable services. As a qualifying example, the CJEU
referred to in-store demonstrations through seminars of the products that are
displayed in Apple’s flagship stores which ‘can themselves constitute remunerated
services falling within the concept of “service”.’”®3 This aspect of Apple highlights the
conceptual difficulties associated with the category of service marks. In an economy
that is increasingly focussed on the consumption of goods in purely digital form, what
kinds of designations should we count? This is particularly the case with digital
services such as electronic marketplaces and online streaming platforms which
challenge the meaningful distinction between goods and services. It also forces
courts to consider whether everything traders do in promoting their offers of sale
should properly be counted as protectable services.

50Apple (n 18) [24]
51 ibid [25]
52Apple (n 18) [26]
53 ibid [26]
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Is everything intended to induce customers to purchase the branded goods
of a producer a ‘service’? Where do we draw the line? More importantly, to what
extent may Apple’s express qualification of activities that do not form an integral part
of offering goods for sale limit the value of an applicant’s service mark for the look
and feel of his/her business get-up? This article first turns to this (unexplored) aspect
of the ruling.

I THE SCOPE OF RETAIL TRADE MARKS FOR 3D STORE DESIGNS

With some exceptions, the significance of the CJEU’s caveat in Apple that
store design marks cannot be registered for services that form an integral part of
retail has been largely overlooked in the commentary.>* Those who have
commented on this overlooked aspect have raised the possibility that, if registered,
the service mark protection would be more restrictive than that for more standard
retail service marks.> For instance, Apple’s enforcement options may be limited to
where no in-store demonstrations are taking place.®® Others suggest that in-store
demonstrations allow the store layout mark to be differentiated from the essential
characteristics of a retail shop which form an integral part of retail (i.e. the offer for
sale of goods) without constituting eligible services.>” Indeed, some purported
services by the seller of goods are simply activities which are inherent in the goods.

What is undoubtedly clear is the broader principle implicitly acknowledged in
Apple, namely the law’s recognition of the emergence of ‘atmosphere shops.’

5 Dzida (n 7) 41 (Referring to the CJEU’s caveat but offering no discussion.); Hohn-Hein, (n 6) 1323
(Stating without proper analysis that the list of services in Apple’s international trade mark application
were sufficiently distinct and narrow to obtain a registration.); Jeremy Blum and Amy Cullen, ‘The
Apple Store and Unconventional Trade Marks: How Easy Are They to Enforce?’(2014) 12 JIPLP 1008
(Analysing the potential enforceability and scope of protection of the Apple store mark without
referring to the CJEU’s caveat.); Mirza (n 10) (Assessing the impact of the Apple Store ruling without
substantial discussion on the CJEU’s caveat.). But cf, Alexander von Mihlendahl, ‘European Trade
Mark Law: Registrable Signs, Service Marks’ (2014) 2 JIPLP 160, 163 (discussing the implications of
both Netto and Apple on the question of retail marks.)

55 Lee Curtis and Rebeccca Field, ‘Apple Retail Format —Groundbreaking or Just Another Trademark?
(December 2014/January 2015) World TM Review 65, 68

56 Tristan Sherliker, ‘The Registered Layout: A New Type of Trade Mark for Apple’ (2014) 12 JIPLP
961, 963

57 Mirza (n 10) 816. See also, Sherliker (n 56) 963 (Observing that the finding that layout marks cannot
be registered for services that form an integral part of retail is close to finding that the retalil
environment has a technical result and gives substantial value, despite Art.3(1)(e) being found
irrelevant.)
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Modern retailers carefully design business environments to create a feeling for their
products and a unique consumer experience by using the shop surroundings to
upgrade their product offers.®® Their ultimate goal is to create and reinforce visual
aspects of brand identity which are associated not only with the particular design
and presentation of the branded product but also the place where that product is
purchased or consumed. However, to the extent that these marketing activities relate
to the producer’'s own goods only rather than ‘bringing together for the benefit of
others’, Grabrucker has argued that they are related to the product’s image, not to
the service.>® Retail services should not be confused with purchase as such. There
is thus some support in the commentary for the CJEU’s limiting qualification in Apple
though it is unclear how this is going to apply in practice.

Once considered ‘an ancillary sales activity in the interests of the applicant
alone’ rather than for the benefit of others, retail services were historically considered
services ineligible for registration as a trade mark in most Member States since they
were not perceived as eligible ‘services’.®® While neither the Directive nor the
Regulation contains a definition of ‘services’, the CJEU had previously ruled that the
nature and content of the service eligible for registration falls within the substantive
conditions for registrablity. It is, as such, an autonomous concept of Community law
for which a uniform interpretation must be given.®! Praktiker expansively defined the
European concept of ‘services’ to include also ‘services provided in connection with
retail trade in goods’ for which a service trade mark may be registered.’? The
objective of retail trade of the kind provided by retail stores is the sale of goods to
consumers which includes, in addition to the legal sales transaction, ‘all activity
carried out by the trader for the purpose of encouraging the conclusion of such a
transaction.’®® For example, registrable retail services may consist ‘in selecting an
assortment of goods offered for sale and in offering a variety of services aimed at
inducing the consumer to conclude the ...transaction with the trader in question
rather than a competitor.’®* To identify those services, a retailer need not specify in

58 Marianne Grabucker, ‘Marks for Retail Services —An Example for Harmonising Trade Mark Law’
(2003) 5 IIC 503, 516

59 ibidem

60 R-46/1998-2 Giacommelli Sport SpA’s Application (2" Board of Appeal, OHIM) [2000] ETMR 277,
281, at [9] (Interpreting the CMTR in the sense that retail services may be covered by an application
for registration of a Community trade mark.) See also, Grabucker (n 56)

61Praktiker Bau- und Heimwerkermarkte AG(C-418/02) ECLI:EU:C:2005:425, at [31-33]

62 ibid [39]

63 ibid [34]

64 ibidem
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detail the service(s) but may use general wording such as ‘bringing together a variety
of goods, enabling customers to conveniently view and purchase those goods.’®®

As stated above, the CJEU offered in-store demonstrations of Apple’s own
products as a qualifying example of registrable services because they can
themselves constitute ‘remunerated services.” This qualification suggests that a
protectable service must be something separate, having its own price and unrelated
to, for example, the sale of a laptop. But this is arguably incompatible with the
broader understanding of ‘retail services’ in Praktiker. In Praktiker, however, the
CJEU referred to the definition of services in the then Art.50 EC as ‘normally provided
for remuneration’ but implicitly endorsed a broader meaning of remuneration under
which services need not be separately charged to individual customers when it
accepted that at least certain services provided by retailers like Praktiker could be
protectable service.®® They may include, for example, having sales assistants who
are available and offer consumers appropriate advice regarding suitable choices of
products, all of which may become an important selling point for the retailer.®’

Regarding the implications for the scope of protection that Art.2 may grant to
a trade mark for retail services connected with the retailer’'s own goods, the CJEU in
Apple refused to answer this final question for being manifestly irrelevant. Earlier
that same day, the Court had refused to answer a nearly identical question in Netto.
In Netto, the CJEU endorsed the further expansion of registrable commercial
‘services’ to encompass retail trading in services (not just goods) offered by third
parties that may also include services which the retailer itself provides.®® Following
the service economy line of reasoning in Praktiker, Netto acknowledged that a
retailer’s activities can include, in addition to the sale of goods as such, ‘other
activities of the retail trader, such as selecting an assortment of goods offered for
sale and a variety of services aimed at inducing the consumer to purchase those
goods from the trader...rather than from a competitor.’®® Nothing prevents a trader

65 ibid [49] (This description is taken from Explanatory Note to Class 35 relating to services of the
Nice Agreement.)

66 ibid [38]

67Praktiker Bau- und Heimwerkermarkte AG (C-418/02) ECLI:EU:C:2005:12, Opinion of the AG, at
[51-52]. In the Opinion of the AG which the CJEU closely followed, remuneration implies that the
services are supplied ‘to promote the sale of goods and not on a purely disinterested basis, and their
cost to the retailer is recovered in his profit margin on the sale of the goods themselves,’ at [53].
68Netto Marken-Discount AG & Co v DPUM (C-420/13 ) ECLI:EU:C:2014:2069, at [39] (In particular,
at [40] the CJEU held that ‘the provision of services by an economic operator which consist in bringing
together services so that the consumer can conveniently compare and purchase them may come
within the concept of “services” referred to in Art.2..")

5%ibid [33]
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registering his trade mark for the purposes of indicating the origin of the services he
provides in competition with other retailers. Netto therefore confirms the view that
European law permits the registration of trade marks for retail services entailing the
bringing together of services and advertising those services for the purposes of
encouraging shoppers to spend money in a retail environment such as those
provided by shopping centre operators, notwithstanding those services are not
separately invoiced.”®

Contrary to the view of the referring court in Netto,”* the CJEU considered
that the provision of the services ‘being brought together’ can be classified, where
appropriate, under Class 35 of the Nice Agreement without limiting the registration
only to third party goods/services. In order to respect the conditions of clarity and
precision required by the Directive,’? the applicant need not specify in detail each of
the activities making up the service concerned but must describe them ‘with sufficient
clarity and precision to enable the competent authorities and economic operators,
on that basis alone, to determine the extent of the protection sought.’””2 If only some
of the services listed in the class are intended, the requirement for sufficient clarity
and precision requires the applicant to specify this in order to enable the authorities
to examine whether the sign is descriptive of one or more of the services which the
applicant intends to select and offer.”

OLand Securities Plc, Capital Shopping Centres Plc, Hammerson Plc v The Registrar of Trade Marks,
[2008] EWHC 1744 (Pat) (Remuneration can also be indirect so that the services by a shopping
centre operator involved in providing a good mix of retail outlets and leisure facilities, the right
ambiance, convenient opening hours, information sevices, loyalty schemes, car parking, créches,
etc., were undoubtedly of benefit to the retailers of the shopping centre.)

71 29 W (pat) 573/12 Netto Marken-Discount AG BPatG (08 May 2013, Unreported). For a brief
summary of this case, see ‘Annual Review EU Trademark Law,’ (2014) 104 TMR 473, 475
72Chartered Institute of Patent Attorneys v Registrar of Trade Marks, (C-307/10)
ECLI:EU:C:2012:361. The requirement that the designation of the goods or services must be
sufficiently clear and precise is now part of Art.39 of recast Directive 2015/2436 and Art. 28 of recast
Regulation (EU) 2015/2424 amending Council Regulation (EC) No 207/2009 on the Community trade
mark and Commission Regulation (EC) No 2868/95 implementing Council Regulation (EC) No 40/94
on the Community trade mark, and repealing Commission Regulation (EC) No 2869/95 on the fees
payable to the Office for Harmonization in the Internal Market (Trade Marks and Designs) OJ L341/21
3Netto (n 68) [44] (In Netto, however, the application for some of the services the retailer intended to
bring together mentioned only the number of the Class headings of the Nice Agreement without
specifying whether he intended to refer to all the goods or services included in the list of that class or
only some of them.)

74 ibid [47]. The requirement for sufficient clarity and precision of the description is also relevant in
assessing the similarity of the goods and services in opposition proceedings. See, OHIM v Sanco SA
(C-411-13 P) ECLI:EU:C:2014:315, at [53]
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II. PRELIMINARY CONSIDERATIONS OF BUSINESS TRADE DRESS
MARKS

A. Protection of Business Environments Prior to Apple

Nearly all the questions in Apple were framed in terms of the general
conditions for registration envisaged in Art.2. This may not be surprising given that
the case-law had hitherto addressed the question of graphic representability as that
requirement relates solely to the means of objectively identifying non-traditional
signs, not the level of detail at which the 3D representation of a retail environment
itself must be described to constitute a trade mark. Whilst Apple simply settles the
fundamental question that the depiction itself of a sales outlet is capable of
constituting a ‘registrable sign’ for an applicant’s retail services, the ruling provides
no basis for concluding that registration of such marks necessarily follows in all
cases without other relevant considerations and conditions. Indeed, it provides
limited guidance on the more complex analysis of whether such a store design mark
can in fact, from the perspective of the average consumer, independently fulfil the
essential function of identifying and distinguishing the origin of the specific services
according to the settle